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REMARKS 

Reconsideration and allowance in view of the foregoing amendments and the 
following remarks are respectfully requested. 

Claims 1-22 remain pending in the present application. No changes to the claims 
have been made by this Response. 

Claims 1-3 and 5-14, and 16-22 stand rejected under 35 U.S.C. § 103 as being 
unpatentable over U.S. Patent No. 4,958,075 to Mace et al. ("the '075 patent") in view of U.S. 
Patent No. 5,245,859 to Smith et al. ("the '859 patent"). In addition, claims 4 and 15 stand 
rejected under 35 U.S.C. § 103 as being unpatentable over the '075 patent in view of U.S. Patent 
No. 4,228,352 to Adrian ("the '352 patent"). Applicant respectfully traverses these rejections for 
the reasons presented below. 

The Examiner acknowledges that the '075 patent does not teach or suggest the 
differential pressure transducer recited in independent claim 1 . For this, the Examiner turns to 
the '859 patent, which shows a differential pressure transducer 20 coupled to a differential 
pressure tracer 30, and is used to measure the pressure drop across a core holder 14 containing a 
porous core sample S. See FIGS. 1 and 3 and column 3, lines 9-29, of the '859 patent. 

Applicant respectfully submits that the teachings of the '859 patent are from a 
non-analogous art, and, as such, cannot be combined with the teachings of the '075 patent. The 
present invention, as well as the '075 patent, pertain to a sidestream gas measurement system 
used in the medical field to measure a concentration of a substance, such a carbon dioxide, in the 
gas exhaled by a patient. The '859 patent, on the other hand, pertains to a method for measuring 
the threshold capillary pressure P ct and critical capillary pressure P cc of a core sample S from a 
subterranean petroleum reservoir formation. This measurement technique is useful in the 
petroleum industry for estimating the recoverable reserve of oil in a given subterranean 
petroleum reservoir. Applicant submits, that one of ordinary skill in the art, seeking to solve a 
problem associated with sidestream gas sampling for monitoring the condition of a patient, 
would not look to technologies used in the petroleum industry for solutions to such problems, 
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especially technologies used in the petroleum industry to estimate the recoverable reserve of oil 
in a given subterranean petroleum reservoir. 

Two criteria have evolved for determining whether prior art is analogous: 1) 
whether the art is from the same field of endeavor, and 2) if the reference is not within the field 
of the inventor's endeavor, whether the reference still is reasonably pertinent to the particular 
problem with which the inventor is involved. ... A reference is reasonably pertinent if. . .it is one 
which, because of the matter with which it deals, logically would have commended itself to the 
inventor's attention in considering the problem. In re Clay, 23 U.S.P.Q.2d 1058, 1060-61 (Fed. 
Cir. 1992). 

Clearly, the art of the '075 patent (gas monitoring in the medical field) and the art 
of the '859 patent (reserve estimation in the petroleum recovery field) are not from the same field 
of endeavor. Applicant further submits that the petroleum reserve estimation technique taught by 
the '075 patent is not reasonably pertinent to the particular problem with which the inventor is 
involved, providing good quality capnographic waveforms and accurate CO2 measurements. An 
inventor in the medical field, and in the capnography field in particular, would not logically look 
to teachings in the petroleum reserve estimation art to address problems associated with patient 
monitoring. The problem of the present invention pertains to obtaining good quality 
capnographic waveforms and accurate CO2 measurements. The '075 patent teaches solutions for 
monitoring how much oil might remain in an oil field by measuring characteristic of a rock 
sample taken from that oil field. Applicant respectfully submits that these two art areas are quite 
non-analogous, so that the combination of these teachings cannot be made in rejecting the claims 
in the present application. 

Even assuming that the combination can be made, which the applicant does not 
admit is proper, the Examiner's reasons for combining the references is not accurate. According 
to the Examiner, the use of a differential pressure transducer in fluid communication with a 
capillary tube as taught by the '859 patent "allows constant flow of liquid between points 
upstream and downstream of the capillary tube." Page 3, lines 1-3 of the October 15, 2007 
Office Action. In reaching this conclusion the Examiner cites column 2, lines 19-23, of the '859 
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patent. Applicant respectfully submit that this portion of the '859 patent does not stand for the 
proposition relied on by the Examiner. 

Column 2, lines 19-23, of the '859 patent states that, "[a] pressure differential is 
created between the upstream and downstream ends of the sample so as to cause constant 
movement of the second fluid into the sample through the upstream end thereof and to displace 
the first fluid in the sample." This passage merely states that a pressure differential causes a flow 
of fluid through the sample. It does not teach or suggest that the measurement of the pressure 
differential across the sample is used in any way to control the flow of fluid through the sample. 
In other words, the '859 patent does not teach or suggest that differential pressure transducer 20 
allows for a constant flow of fluid between points of the capillary tube. Instead, differential 
pressure transducer 20 is merely used to measure the pressure differential for determining the 
threshold capillary pressure P ct and critical capillary pressure P cc . Nothing in the '859 patent 
teaches or suggests that this output of the differential pressure sensor is used to determine the 
flow of gas through the sample, nor is there any teaching or suggestion of feeding back this flow 
measurement for the purpose of controlling the syringe pump 34 or positive displacement pump 
36. 

Claim 1 also recites that the flow measurement is made possible because the first 
portion and the second portion of the capillary tube are spaced sufficiently far apart from one 
another such that a pressure differential exists therebetween. The '859 patent, however, teaches 
providing a core sample S between the locations where the differential pressure sensor is coupled 
to tube 12, 18. It is this core sample that causes a pressure drop, not the length of tube between 
the pressure pick off points. 

Claim 1 further recites that the controller is operatively coupled to the differential 
pressure transducer and the fluid transferring means. Applicant submits that the '859 patent does 
not teach or suggest providing such a controller in communication with differential pressure 
transducer 20 and syringe pump 34 or positive displacement pump 36. The '859 patent teaches 
providing the output of the differential pressure transducer to a differential pressure tracer, so that 
the threshold capillary pressure P ct and critical capillary pressure P cc can be determined. Nothing 
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in this patent teaches or suggests using the output of differential pressure transducer 20 in a 
feedback fashion to control syringe pump 34 or positive displacement pump 36. 

Claim 1 still further recites that the controller measures the flow of gas based on 
the output of the differential pressure transducer. Applicant submits that the '859 patent also 
fails to satisfy this limitation. The output of differential pressure transducer 20 is used in the 
'859 patent to determine the threshold capillary pressure P ct and critical capillary pressure P cc . 
Nothing in this reference teaches or suggests using the output to measure the flow through the 
core sample. 

For the reasons presented above, applicant respectfully submits that independent 
claim 1 is not anticipated or rendered obvious by the cited references. Independent claims 1 1 and 
21 are generally similar to claim 1 . Thus, the distinctions between the present invention and the 
cited references noted above with respect to claim 1 are equally applicable to claim 1 1 . Claims 
2-10 and 12-22 are also not anticipated or rendered obvious due to their dependency from 
independent claims 1 , 1 1 , or 21 . The '352 patent is cited for the proposition that it is known to 
provide bends in a tube. The '352 patent does not teach or suggest the features of the 
independent claims missing from the '075 patent. Accordingly, applicant respectfully requests 
that the above rejections of claims 1-22 be withdrawn. 

This response is being filed within the three-month statutory response period 
which expires on January 15, 2008. In addition, no additional claim fees are believed to be 
required as a result of the above amendments to the claims. Nevertheless, the Commission is 
authorized to charge any fee required under 37 C.F.R. §§ 1.16 or 1 .17 to deposit account no. 50- 
0558. 
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All objections and rejections have been addressed. It is respectfully submitted 



that the present application is in condition for allowance and a Notice to the effect is earnestly 
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